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yumeoi^nade below without identilVinu iny 

We regret the fact that non-meriioriou.s ap- 
peals are brought as much as do winninu ap- 
pellees. However, the doors of the courthouse 
must remain open for losing appeals as well as 
winning appeals. We accordingly deny 
Kodak's motion. 

IT IS ORDERED THAT: 

Kodak's motion for an assessment of dam- 
ages for a frivolous appeal is denied. 
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Nos. 99-1557, .1563 
Decided December 6, 2000 

PATENTS 

[1] Patentability/Validity — Obviousness 

— In general(§ 115.0901) 
Before determining that patent is invalid for 

obviousness, federal district court must make 
factual inquiries concerning scope and content 
of prior art, level of ordinary skill in art, dif- 
ferences between claimed invention and prior 
art, and secondary considerations, including 
commercial success, long felt but unresolved 
need, failure of others, copying, and unex- 
pected results; such findings are especially im- 
portant in case in which invention is less tech-, 
nologically complex, since ease with which 
invention can be understood may prompt, 
court to engage in improper "hindsight" de- 
termination. 

(2] Patentability/Validity — Obviousness 1 

— Relevant prior art — In general 
(§115.0903.01) 

PatentabUity/Validity — Obviousness 

Combining references (§ 115.0905) . : 

Scope of prior art, for purpose of obvious- 
ness determination, includes art that is reason- 
ably pertinent to particular problem with 
which invention was involved, and in order to 
prevent hindsight-based analysis, inquiry for 
training sc <>pe and content of prior art is : 
*nether there is reason, suggestion, or moti- 
vation m prior art or elsewhere that would 
«ve led one of ordinary skill to combine ref- 
erences. 

DJ PatcnUbUityA^alidity — Obviousness 

— Combining references (§ 115.0905) 
^*jeral district court erred in concluding 

would have been obvious to combine 
£Z» anchors of prior art method with metal 
in prior art patents to achieve 
J^rrl™ P ale *fc for method of stabilizing 
^^oeymnmg" building foundations, since 
hu, need for brackets was "appar- 
w proper test is not whether one device 
Wopnate substitute for another, and 



court did not make specific findings that there 
was reason, suggestion, or motivation in prior 
art or elsewhere to combine references, since 
there was substantial evidence that method of 
patents in suit represented improvement over 
prior art. but court made no finding on that is- 
sue, and since court made no findings as to 
why field of foundation underpinning would 
include references in question, despite evi- 
dence of differences. 

[4] Patentability/Validity — Obviousness 
— Person of ordinary skill in art 
(§ 115.0902) 
Failure to make explicit findings on level of 
ordinary skill in art is not always reversible 
error, and federal district court's obviousness 
determination in present case therefore will 
not be reversed or vacated solely because of 
failure to make proper level of skill finding; 
however, without more specific finding on that 
issue, district court cannot adequately deter- 
mine whether testimony would support finaV 
ing of obviousness, and court's failure^ 
make specific finding, is considered evidence 
that correct test for -obviousness was not an- 
plied. X,. 

[5] Patentabfflty/Validity — Obviousness 
— Secondary considerations generally 
(§115.0907) . ' 

Federal district court, in finding patents in 
suit invalid for obviousness, erred by failing 
to discuss evidence of secondary consider- 
ations, even though failure to cite secondary, 
considerations, alone, is not reversible, error, 
since patentee presented testimony that 
method of patents in suit enjoyed success with 
those in relevant industry, and that inventor of 
prior art method had expressed skepticism that 
method of patents offered any advantages, and 
since it cannot be determined whether district 
court considered these factors and found them 
insufficient to rebut prima facie case of obvi- 
ousness, or whether court failed to consider 
them at all. 

[6] Infringement — Construction of claims 
(§ 120.03) 

Infringement — Literal infringement 
(§ 120.05) 

Federal district court' did not commit clear 
error in finding that declaratory judgment 
plaintiffs' method for stabilizing or "under- 
pinning" building foundations using screw an- 
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chors combined with metal brackets infringes 
defendant's patents, even though plaintiffs as- 
serted that their method does not require 
bracket to be located near stabilizing positions 
when screw anchor is screwed into ground, 
since, in accused method, metal brackets are 
in existence and available for use by installer, 
and thus are "provided" within meaning of 
asserted claims, and since neither claims nor 
specification of defendant's patents require 
bracket to be physically attached to, or located 
adjacent to, foundation before other steps in 
method could proceed. 

REMEDIES 

[71 Monetary — Attorneys* fees; costs — 
Patents — Exceptional case 
(§510.0905.03) 

Federal district court did not err in refusing 
to award attorneys' fees to plaintiffs who pre- 
vailed at trial on their claim that defendant's 
patents were invalid for obviousness, since 
plaintiffs based their fee request on allegation 
of inequitable conduct, but failed to prove, by 
clear and convincing evidence, that defendant 
withheld material information from patent ex- 
aminer, or that defendant had requisite intent 
to deceive. 

[8] Monetary — Attorneys' fees; costs — 
Patents — In general (§ 510.0905.01) 
Federal district court did not abuse its dis- 
cretion in refusing to award costs to either 
party in patent action, since court found for 
plaintiffs on their claim that defendant's pat- 
ents are invalid for obviousness, but defendant 
prevailed on infringement counterclaim, and 
was granted summary judgment on plaintiffs* 
non-patent claims, and since neither party pre- 
vailed sufficiently to warrant award of costs. 

Particular patents — General and me- 
chanical — Building stabilization 

5.139.369, Hamilton, Hoyt, Halferty. and 
Odom, method of underpinning existing struc- 
tures using screw anchors, finding of infringe- 
ment of claims 1 - 4 and 6 - 8 affirmed; find- 
ing of invalidity vacated. 

5,171,107, Hamilton, Hoyt, Halferty, and 
Odom, method of underpinning existing struc- 
tures using screw anchors, finding of infringe- 
ment of claims 1 - 4 and 6-8 affirmed; find- 
ing of invalidity vacated. 



Appeal from the U.S. District Court tor ihe 
Eastern District of Missouri. Perry. J. 

Action by Richard Ruiz and Foundation 
Anchoring Systems Inc. against A.B. Chance 
Co. seeking declaration of non-infringement 
and invalidity of defendant's patents, and for 
discrimination pursuant to 42 U.S.C § 1981. 
breach of contract, breach of implied duty of 
good faith and fair dealing, promissory and 
equitable estoppel, and tortious interference 
with contract and prospective business rela- 
tions, in which defendant counterclaimed al- 
leging infringement of its patents. Following 
grant of summary judgment for defendant on 
non-patent claims, and bench trial on patent 
claims, federal district court found that patents 
were infringed, but that patent claims at issue 
were invalid for obviousness, and refused to 
award attorneys* fees or costs. Parties cross- 
appeal. Judgment of invalidity is vacated and 
remanded; grant of summary judgment for de- 
fendants on non-patent claims, finding of in- 
fringement, and refusal to award attorneys' 
fees or costs are affirmed. 

W. Michael Garner and Cheryl A. Stanton, 
of Dady & Gamer, Minneapolis, Minn.; Mat- 
thew A. Rosenberg, and Mark R. Dunn, of 
Herzog. Crebs & McGhee, St. Louis. Mo., for 
plaintiffs/cross-appellants. 

John H. Quinn III, Andrew B. Mayfield, 
and Lisa M. Wood, of Armstrong Teasdale, St. 
Louis, for defendant-appellant. 

Before Newman, Michel, and Rader, circuit 
judges. 

Michel, J. 

The A.B. Chance Company ("Chance") apv ; 
peals the decision of the United States District*, 
Court for the Eastern District of MissourT. 
finding claims 1 through 4 and claims 
through 8 of U.S. Patent Nos. 5,139,368 ("I 
'368 patent") and 5,171.107 ("the H 
patent") invalid for obviousness under 
U.S.C. § 103 (1999). On cross-appeal. Riebv 
ard Ruiz and Foundation Anchoring System 
Inc. (a/k/a "Fasted") argue that the distort 
court erred in the following rulings: 1) 6™* 
infringement of claims 1 through 4 and c 
6 through 8 of the '368 and '107 f ' 
denying recovery of attorney fees 
U.S.C. § 285 (1994) due to ChanceY 
inequitable conduct; 3) concluding J 
ther party was prevailing for the P 
awarding costs under Fed. R. Civ. P- 
and 4) granting summary judgment 
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Ruiz and Fasteel on their claims of discrimi- 
nation pursuant to 42 U.S.C. § 1981. breach of 
contract, breach of the implied duty of good 
faith and fair dealing, equitable and promis- 
sory estoppel, and tortious interference with 
contract and prospective business relations. 

Because the district court failed to make 
factual findings on obviousness as set forth by 
the Supreme Court in Graham v. John Deere 
Co., 383 U.S. 1, 17-18. 148 USPQ 459, 467 
(1966), we must vacate the judgment of inval- 
idity and remand to the district court. On re- 
mand, we instruct the district court to make 
specific Graham findings on: I) the reason, 
suggestion, or motivation present in the prior 
art, in the knowledge of those of ordinary skill 
in the art, or in the problem of foundation set- 
tling which clearly and particularly would 
lead one of ordinary skill in the art to combine 
screw anchors and metal brackets; 2) the level 
of ordinary skill in the art; and 3) whether, 
and to what effect, evidence of secondary con- 
siderations, such as commercial success, long- 
felt but unresolved need, failure of others, 
copying, and unexpected results, is probative 
in the obviousness analysis. 

We affirm the district court's finding of in- 
fringement, and its refusal to award attorney 
fees and costs. We also affirm the district 
court's grant of summary judgment on the 
non-patent claims. 

Background 

A. The Chance Patents 

Since the 1970s, Chance has manufactured 
and sold screw anchors, also known as helical 
anchors, for stabilizing and supporting electri- 
cal transmission tower legs. A screw anchor 
consists of "an elongated shaft presenting an 
earth-penetrating tip and a transversely ex- 
tending load-bearing member." '368 patent, 
col. 2. ||. 32-35. In late 1988. Chance began 
wing screw anchors with metal brackets to 
■•Wae residential and commercial struc- 
Utfc *- The craft of stabilizing a sinking struc- 
is known as "underpinning." In March 
W9. Chance engineers demonstrated a proto- 
of its invention to Richard Fuller and 
^™Rupiper, who used a method of under- 
v™* employing screw anchors with coh- 
«5t inches. As the district court noted, 

W time, neither Fuller nor Rupiper 
■"°**>y indication that they felt they had al- 
ojesigncd a bracket or had already been 



using a bracket or a support of the same 
type." 

In 1992. the Patent and Trademark Office 
("PTO") issued Chance the 368 and *107 pat- 
ents, entitled "Method of Underpinning Exist- 
ing Structures," covering its methods for un- 
derpinning residential and commercial foun- 
dations using screw anchors and metal 
brackets. The '107 patent is a continuation of 
the '368 patent, which in turn is a 
continuation-in-part of patent application se- 
rial number 07/464,937 (issuing as U.S. 
Patent No. 5.011,336 ("the 336 patent")). 
The Chance patents are "concerned with an 
improved anchor apparatus designed to sup- 
port and resist settling of structural founda- 
tions" particularly for "existing building 
structures having a predetermined weight and 
which may or has experienced settlement or 
movement" 368 patent, col. 1, 11. 13-20. In 
the method claimed in the 368 patent, the 
metal bracket connects the screw anchor to 
the foundation and transfers the dead weight 
and live load of the foundation to each screw 
anchor. See id, col. 2, 11. 20-26. Users of the 
method place the screw anchor adjacent to the 
footing, and then rotate and screw the anchor 
"below the footing until the upper end of the 
shaft is adjacent the footing and a predeter- 
mined resistance to rotation of the anchor has 
been achieved." Id, col. 2, 11. 31-39. "Upon 
release of rotational torque on the anchor shaft 
so that the anchor may return to its unstressed 
state, the anchor shaft and foundation and/or 
footing are connected via a [metal] bracket as- 
sembly to establish the desired load-bearing 
relationship." Zrf„ col. 2, 11. 45-50. 

B. The Prior Art 

1. The Gregory Patents 

U.S. Patent Nos. 4,911.580 ("the '580 
patent") and 4.765.777 ("the 777 patent"), 
issued to Gregory, disclose an apparatus and 
method for raising and supporting a structure 
using push piers and metal brackets. In the 
Gregory method, the user attaches a metal 
bracket to the foundation and drives the push 
piers through the bracket and into the ground 
until encountering resistance from soil friction 
or impinging upon bedrock. f 580 patent, col. 
4, 11. 21-26. Continued force lifts the founda- 
tion, and transfers the weight of the structure 
to the pier. Further movement of the founda- 
tion may take place following transfer of the 
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load, particularly if the pier is held in place by 
soil or friction. 

2. The Fuller and Rupiper Method 
The Fuller and Rupiper method uses screw 
anchors with concrete haunches as an under- 
pinning solution. In this method, popular in 
settings having high seismic activity such as 
California, the user excavates the earth around 
and beneath the foundation to install a screw 
anchor and to place steel reinforcing rods in 
the excavation. The contractor then pours con- 
crete into the excavation and allows the con- 
crete to dry before backfilling the excavation. 
In the concrete haunch method, the weight of 
the structure is not transferred to the screw an- 
chor until there is further downward settle* 
ment of the foundation onto the hardened con- 
crete. This method must also be performed in 
a specific sequence, as the screw anchor must 
be installed before the concrete hardens, and 
the resulting connection is formed. 

C. The Distributorship Agreement 
between Chance and Fasteel 

In April 1989, Ruiz incorporated Fasteel to 
provide building stabilization services using 
Chance's products and methods. Ruiz is His- 
panic, and is the sole owner of Fasteel. In 
June 1989, Chance and Ruiz entered into a 
"Distributorship Agreement," whereby 
Chance appointed Fasteel to act as an autho- 
rized, non-exclusive distributor. The Agree- 
ment contained a "best efforts" clause. For 
the next few years, Ruiz and Fasteel sold 
Chance products exclusively and only used 
the Chance underpinning method. Ruiz and 
Fasteel also recruited dealers for the Chance 
method, created marketing materials, devel- 
oped products, and conducted training pro- 
grams. Ruiz extolled the advantages of the 
Chance methods over the prior art to other 
contractors. 

In the 1990s, Ruiz expanded his business 
by forming other companies. In 1993, Ruiz in- 
corporated Foundation Technology, Inc. 
("FTI"), originally the Kansas City, Missouri, 
office of Fasteel. Ruiz was the sole owner of 
FTI. At first, FTI only sold Chance products, 
but by 1997, it was also the distributor for 
foundation repair parts not manufactured by 
Chance. In 1995, Ruiz and Steven Gregory es- 
tablished RJ. Enterprises, L.L.C., to sell Ram 
Jack products, which were competitive with 
Chance's products. The Ram Jack products 



utilized the Gregory patented push pier 
method. Ruiz had a 51 percent interest in R.J. 
Enterprises. Ruiz also set up Advanced Build- 
ing Technology, Inc. ("ABT"). wholly-owned 
by Ruiz, to sell Ram Jack products. Accord- 
ing to Ruiz, FTI or ABT would distribute Ram 
Jack products in locations where Ruiz was al- 
ready a Chance distributor. RJ. Enterprises 
would service those areas where Ruiz did not 
distribute Chance products. 

In 1996, Chance became aware that Ruiz, 
through one of his companies, had offered 
Ram Jack products to a dealer in Chance ter- 
ritory for which Ruiz was responsible. Chance 
requested that Ruiz stop the activity. Ruiz 
wrote Chance a letter arguing that Chance had 
allowed other distributors to sell competitive 
products, and that he believed Chance's ac- 
tions to be motivated by a discriminatory pur- 
pose. 

On February 18, 1997, Gary Bartee, a 
Chance manager, and Mike Estes, Chance's 
controller, signed a "Distributor Termination 
Request" form. The form stated that Chance 
was terminating Fasteel because "Fasteel, 
Inc., is establishing itself to promote and sell 
competitive underpinning system[s] through 
the existing Chance system dealers." The next 
day, Jeff Witten, the Senior Vice-President of 
Chance's parent company, terminated 
Fasteers distributorship pursuant to a provi- 
sion in the Distributorship Agreement, which 
permitted termination "for any reason" upon 
one year's notice. 

After the termination, Ruiz began to market 
and install a combination of screw anchors 
manufactured by Dixie and metal brackets 
manufactured by Gregory. Chance alleged. that 
Ruiz's activities infringed its method patent^ 
and ordered Ruiz to cease his activities. Rui? 
refused. ;r : $r 



D. The District Court Proceedings 

On August 11, 1997, Ruiz and Fasteel J 
suit in the United States District Court f 
Eastern District of Missouri, alleging;' 
Chance's termination of the Distribute^ 
Agreement constituted discrimination- 
section 1981, breach of contract, breachjo 
implied duty of good faith and fair 
promissory and equitable estoppel,* 
tious interference with contract and 
tive business relations. Ruiz and Fa 
sought a declaration of noninfringen 
invalidity of Chance's two method- 
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(the '368 and '107 patents) and Chance's ap- 
paratus patent. U.S. Patent No. 5.120.163 
("the '163 patent"). Chance hied a counter- 
claim alleging infringement of the 368, '107. 
and 163 patents. In a well-reasoned and thor- 
ough opinion, on April 20, 1999. Judge Cathe- 
rine Perry granted summary judgment against 
Ruiz and Fasteel on the non-patent claims. 

After holding a Markman hearing and issu- 
ing an order construing the claims at issue, the 
district court held a bench trial on invalidity 
and infringement of the Chance patents. Dur- 
ing trial. Chance dismissed its claim that Ruiz 
and Fasteel had infringed the "163 patent, and 
the parties narrowed the infringement issue to 
whether Ruiz and Fasteel had infringed claims 
1 through 4 and claims 6 through 8 of the '368 
and '107 patents. On May 25, 1999, the dis- 
trict court, in an opinion stated from the 
bench, found that Ruiz and Fasteel had in- 
fringed claims 1 through 4 and claims 6 
through 8 of the Chance patents, and that 
Chance had proved with sufficient certainty 
$540,000 in damages. The district court, how- 
ever, entered judgment for Ruiz and Fasteel, 
because they had showed clear and convinc- 
ing evidence that claims 1 through 4 and 
claims 7 and 8 were invalid for obviousness in 
light of the teachings of the use of push piers 
and metal brackets as taught by the Gregory 
patents in combination with the use of screw 
anchors and concrete haunches as used by 
Riller and Rupiper. On August 5, 1999, the 
district court amended its judgment, and 
found that Ruiz and Fasteel had offered clear 
and convincing evidence that claim 6 of the 
368 and '107 patents was also invalid for ob- 
viousness. 

Opinion 

L Obviousness under 35 U.S.C. § J 03 

A claimed invention is unpatentable due to 
obviousness if the differences between it and 
w prior an "are such that the subject matter 
* a whole would have been obvious at the 
™* the invention was made to a person hav- 
«S ordinary skill in the art." 35 U.S.C. 
I™*®- A Patent is presumed valid, and the 
~ n3cn of establishing invalidity as to any 
«™ of a patent rests upon the party assert- 

invalidity. 35 U.S.C. § 282 (1994). In 
w> determine obviousness as a legal mat- 

[actual inquiries must be made con- 

wtr> .'J , * e scope 311(1 cogent of the prior 
level of ordinary skill in the art; 3) 



the differences between the claimed invention 
and the prior art: and 4) secondary consider- 
ations of nonobviousness. which in case law is 
often said to include commercial success, 
long-felt but unresolved need, failure of oth- 
ers, copying, and unexpected results. Graham 
v. John Deere Co.. 383 U.S. I. 17-18 148 
USPQ 459. 467 (1966); Miles Labs., inc. v. 
Shandon, lnc. t 997 F.2d 870. 877, 27 USPQ2d 
1 123. 1 128 (Fed. Cir. 1993). We review the ul- 
timate determination of obviousness de novo, 
while the underlying factual inquiries are re- 
viewed for clear error. See Weatherchem 
Corp. v. J.L Clark, Inc.. 163 F.3d 1326. 1331, 
49 USPQ2d 1001, 1006 (Fed. Cir. 1998). " «A 
finding is clearly erroneous when, although 
there is evidence to support it, the reviewing 
court on the entire evidence is left with the 
definite and firm conviction that a mistake has 
been committed.' " In re Graves, 69 F.3d 
1147. 1151, 36 USPQ2d 1697, 1700 (Fed. Cir. 
1995) (quoting United States v. United States 
Gypsum Co., 333 U.S. 364, 395 (1948)). Fed 
R. Civ. P. 52(c) is applicable to all findings of 
the four inquiries in Graham. Rule 52(c) says 
that judgments must be "supported by find- 
ings of fact and conclusions of law." 

In determining obviousness under section 
103, the district court said that the issue "is 
whether a combination of the teachings of the 
prior art would have suggested what the 
patent does." Hie district court added that "if 
the prior art implicitly suggests combining the 
teachings of the prior art, and the claimed in- 
vention doesn't do any more than combine 
them, then it is invalid." Applying those stan- 
dards, the district court concluded that the 
'368 and '107 patents "would have been obvi- 
ous to that hypothetical ordinary person 
skilled in the art of foundation underpinning 
based on the teachings of the Gregory *580 
and 777 patents, combined with what Fuller 
and Rupiper were doing with helicals [screw 
anchors] and concrete haunches." The district 
court noted that "[ojnee the idea emerged to 
use helicals [screw anchors] for remedial 
foundation work, the need for a bracket was 
apparent." This conclusion of what the court 
called a "text book case of obviousness" was 
based on "[the judge's] study about what was 
disclosed, the prior art, the undisputed testi- 
mony in this case, and those parts of the testi- 
mony of the witnesses that [the judge] 
believefd]." The district court found that all 
relevant prior art was disclosed to the patent 
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examiner. The district court's opinion did not 
mention Graham, nor did it provide an analy- 
sis of what was disclosed, the prior art, or the 
testimony presented by the parties. Chance 
appeals the district court's finding of invalid* 
ity, arguing that the district court erred in fail- 
ing to conduct a Graham analysis. 

A. Application of the Graham Factors 
[l]Our precedent clearly establishes that 
the district court must make Graham findings 
before invalidating a patent for obviousness. 
See Jones v. Hardy. 727 R2d 1524, 1529, 220 
USPQ 1021, 1025 (Fed. Cir. 1984) ("Graham 
was cited but its guidance was not applied, re- 
sulting in the application of hindsight and 
speculation."); Custom Accessories, Inc. v. 
Jeffrey-Allan Indus., Inc.. 807 F.2d 955, 961, 
I USPQ2d 1196, 1200 (Fed. Cir. 1986) 
("[W]hen significant legal errors are reflected 
in the opinion, . . . which themselves shed 
doubt of the district court's use of Graham. 
the need for findings becomes greater and 
their absence rises to the level of error."). In 
Loctite Corp. v. Ultraseal Ltd. 781 F.2d 861, 
228 USPQ 90 (Fed. Cir. 1985), overruled on 
other grounds by Nobelpharma AB v. Implant 
Innovations. Inc., 141 F.3d 1059, 46 USPQ2d 
1097 (Fed. Cir. 1998), we said: 

In patent cases, the need for express Gra- 
ham findings takes on an especially signifi- 
cant role because of an occasional tendency 
of district courts to depart from the Graham 
test, and from the statutory standard of un- 
obviousness that it helps determine, to the 
tempting but forbidden zone of hindsight. 
Thus, we must be convinced from the opin- 
ion that the district court actually applied 
Graham and must be presented with 
enough express and necessarily implied 
findings to know the basis of the trial 
court's opinion. 
Id at 873, 228 USPQ at 98 (internal citation 
omitted). The necessity of Graham findings is 
especially important where the invention is 
less technologically complex, as is the case 
here. See In re Dembiczak. 175 F.3d 994, 999, 
50 USPQ2d 1614. 1617 (Fed. Cir. 1999), ab- 
rogated on other grounds by In re Gartside, 
203 F.3d 1305, 53 USPQ2d 1769 (Fed. Cir. 
2000). In such a case, the danger increases 
that "the very ease with which the invention 
can be understood may prompt one 'to fall 
victim to the insidious effect of a hindsight 
syndrome wherein that which only the inven- 



tor taught is used against its teacher/ " Id. (in- 
ternal citation omitted). The fact that the dis- 
trict court does not mention Graham is not 
dispositive, as it is not reversible error if "the 
required factual determinations were actually 
made and it is clear that they were considered 
while applying the proper legal standard of 
obviousness." Specialty Composites v. Cabot 
Corp., 845 F2d 981, 990. 6 USPQ2d I60L 
1607 (Fed. Cir. 1988); see also Loctite. 781 
F.2d at 873, 228 USPQ at 98. 

The district court's failure to base its obvi- 
ousness inquiry on the explicit findings relat- 
ing to the Graham factors can require that the 
judgment be vacated and the case remanded 
for those findings to be made. In Custom Ac- 
cessories, we said: 

If, on review of a determination of obvious- 
ness, an appellant shows that the district 
court incorrectly applied the law, we will 
not reverse (i.e., hold that defendant below 
failed to prove obviousness) unless appel- 
lant also convinces us that a proper applica- 
tion of the law to the facts of record would 
change the result. Sometimes, however, an 
appellant will convince us that the law was 
incorrectly applied, but there are inadequate 
findings by the district court to enable us to. 
determine independently whether defendant 
below did or did not prove that the inven-. 
tion would have been obvious ... In such, 
circumstances, rather than find material, 
facts ourselves, we must remand to allow 
the district court to do so. 

Custom Accessories. 807 F.2d at 963, 1 USPQ 
at 1202; see also Jones, 727 F.2d at 1531, 220 
USPQ at 1027 ("Where the evidence is con-, 
flicting or credibility determinations are re-'J 
quired, the judgment should be vacated rathetf j 
than reversed, and the case should be re-j 
manded for further proceedings."); LoctU 
781 F.2d at 875, 228 USPQ at 97 (va 
and remanding due to failure to make Gr 
findings); Bausch <fe Lomb, Inc. v. Bar 
Hind/Hydrocurve, Inc., 796 F.2d 443, 
230 USPQ 416, 418 (Fed. Cir. 1986) (v 
ing trial court opinion and remanding ■ 
absence of Graham findings); Greem 
Hattori Seiko Co. Ltd. 900 F.2d 238, 241 
USPQ2d 1474, 1474 (Fed. Cir. 1990) (v 
ing summary judgment of obviousnessl| 
cause district court failed to undertake (" " 
quired Graham analysis). 
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1. Scope and Content of the Prior 
Art/Differences Between the 
Claimed Invention and the Prior 
Art 

[2] The district court erred in failing to 
make clear and particular findings as to why 
the Gregory patents and the Fuller and 
Rupiper method are within the appropriate 
scope of the prior art in determining the obvi- 
ousness of the '368 and *107 patents. The 
scope of the prior art includes art that is "rea- 
sonably pertinent to the particular problem 
with which the invention was involved." 
Stratqflex, Inc. v. Aeroquip Corp., 713 F.2d 
1530, 1535, 218 USPQ 871, 876 (Fed. Cir. 
1983). In order to prevent a hindsight-based 
obviousness analysis, we have clearly estab- 
lished that the relevant inquiry for determin- 
ing the scope and content of the prior art is 
whether there is a reason, suggestion, or mo- 
tivation in the prior art or elsewhere that 
would have led one of ordinary skill in the art 
to combine the references. See, e.g.. In re 
Rouffet, 149 F.3d 1350. 1359, 47 USPQ2d 
1453, 1459 (Fed. Cir. 1998) ("[T]he Board 
must identify specifically ... the reasons one 
of ordinary skill in the art would have been 
motivated to select the references and to com- 
bine them to render the claimed invention ob- 
vious."); In re Dembiczak, 175 F.3d at 999, 50 
USPQ2d at 1617 ("Our case law makes clear 
that the best defense against the subtle but 
powerful attraction of a hindsight-based obvi- 
ousness analysis is rigorous application of the 
requirement for a showing of the teaching or 
motivation to combine prior art references."). 
"Determining whether there is a suggestion or 
motivation to modify a prior art reference is 
one aspect of determining the scope and con- 
tent of the prior art, a fact question subsidiary 
to the ultimate conclusion of obviousness." 
Sibia Neurosciences. Inc. v. Codas Pharma. 
C^P.. 225 F.3d 1349, 1356, 55 USPQ2d 
£27, 1931 (Fed. Cir. 2000); Tec Air, Inc. v. 
Ogso Mfg., inc., 192 F.3d 1353, 1359, 52 
JgPQM 1294. 1298 (Fed. Cir. 1999) (stating 
™J the factual underpinnings of obviousness 
"*lude whether a reference provides a moti- 
J*°n to combine its teachings with those of 
****** reference). 

would^ 0 district court conclud ed that it 
^Jdhave been obvious to combine screw 
and metal brackets, because the need 
^ * ©racket "was apparent." Because there is 
Seneral rule that combination claims can 



consist of combinations of old elements as 
well as new elements," Clearstream Wastewa- 
ter Sys. v. Hydro-Action, lnc. % 206 F.3d 1440, 
1446. 54 USPQ2d 1185, 1189-90 (Fed. Cir. 
2000). "[t]he notion . . . that combination 
claims can be declared invalid merely upon 
finding similar elements in separate prior pat- 
ents would necessarily destroy virtually all 
patents and cannot be the law under the stat- 
ute, § 103." Panduit Corp. v. Dennison Mfg. 
Co., 810 F.2d 1561, 1575, I USPQ2d 1593. 
1603 (Fed. Cir. 1987); Arkie Lures, Inc. v. 
Gene Larew Tackle, lnc. f 119 F.3d 953, 957, 
43 USPQ2d 1294, 1297 (Fed. Cir. 1997) ("It 
is insufficient to establish obviousness that the 
separate elements of the invention existed in 
the prior art, absent some teaching or sugges- 
tion, in the prior art, to combine the ele- 
ments."). The test is not whether one device 
can be an appropriate substitute for another. 
See Hybritech Inc. v. Monoclonal Antibodies, 
Inc., 802 R2d 1367, 1383, 231 USPQ 81, 93 
(Fed. Cir. 1986) ("Focusing on the obvious- 
ness of substitutions and differences instead of 
on the invention as a whole, as the district 
court did in frequendy describing the claimed 
invention as the mere substitution of mono- 
clonal for polyclonal antibodies in a sandwich 
assay, was a legally improper way to simplify 
the difficult determination of obviousness."). 
The district court must make specific findings 
establishing why it was "apparent" to use the 
screw anchor of the Fuller and Rupiper 
method in combination with the metal bracket 
as used in the Gregory patents. 

Our court has provided a great deal of guid- 
ance on what kind of factual findings the dis- 
trict court may make in determining a reason, 
suggestion, or motivation to combine. The 
reason, suggestion, or motivation to combine 
may be found explicitly or implicitly: 1) in the 
prior art references themselves; 2) in the 
knowledge of those of ordinary skill in the art 
that certain references, or disclosures in those 
references, are of special interest or impor- 
tance in the field; or 3) from the nature of the 
problem to be solved, "leading inventors to 
look to references relating to possible solu- 
tions to that problem." Pro-Mold & Tool Co. 
v. Great Lake Plastics, Inc., 75 F.3d 1568, 
1572, 37 USPQ2d 1626, 1630 (Fed. Cir. 
1996) (internal citations omitted); In re Rouf 
feu 149 F.3d at 1357, 47 USPQ2d at 1458. 
While the references need not expressly teach 
that the disclosure contained therein should be 
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combined with another, see Motorola. Inc. v. 
Interdigital Tech, Corp., 121 F3d 1461. 1472. 
43 USPQ2d 1481, 1489 (Fed. Cir. 1997), the 
showing of combinability must be "clear and 
particular. " In re Dembiczak, 175 F3d at 999, 
50 USPQ2d at 1617. 

There was a great deal of evidence pre- 
sented to the district court that the Chance 
method represented an improvement over the 
prior art. According to the '368 patent, the 
Chance method is an improvement over the 
prior art because the Chance method is "easy 
to install," "low cost," and "readily install- 
able from the outside of a house or other 
structure." '368 patent, col. 2. 11. 3-9. Chance 
also offered testimony that in its method, there 
is immediate verification of successful stabili- 
zation, because the appropriate resistance is 
mathematically calculated. In the Fuller and 
Rupiper and Gregory methods, the user can- 
not always determine whether installation oc- 
curred successfully. There was also evidence 
before the district court that the Fuller and 
Rupiper and Gregory methods may solve dif- 
ferent problems. The Fuller and Rupiper 
method is found to be useful in California, be- 

• cause the use of concrete is especially impor- 
in underpinning foundations in settings 
a high degree of seismic activity. 
From the district court's opinion, we are un- 
able to determine whether the district court 
evaluated this evidence in its obviousness 
analysis. Evidence which suggests that the 
combination of two references would suggest 
the resulting improvement is one way in 
which to demonstrate a reason, suggestion, or 
motivation to combine. See In re Sernaker 
702 F2d 989, 994. 217 USPQ 1, 5 (Fed. Cir- 
1983) (stating that the district court could also 
determine whether the prior art offers a moti- 
vation to combine based on "whether a com- 
bination of the teachings of all or any of the 
references would have suggested (expressly or 
by implication) the possibility of achieving 
further improvement by combining such 
teachings along the line of the invention in 
suit"); Hybritech, 802 F2d at 1380, 231 
USPQ at 91 ("At most, these articles are invi- 
tations to try . . . but do not suggest how that 
end might be accomplished"). The district 
court made no finding on whether the Chance 
method represented an improvement over the 
prior art. If there was an improvement, it may 
or may not be true that any resulting improve- 
ment was due to the fact that there was evi- 



dence in the prior art, in the knowledge of 
those of ordinary skill in the art or in the na- 
ture of the problem that would have suggested 
a reason, suggestion, or motivation that com- 
bination of the screw anchor with a metal 
bracket would have led to an improvement. 

The district court further made no findings 
as to why the field of foundation underpinning 
would include references to both the Fuller 
and Rupiper and the Gregory methods, despite 
evidence of differences. Specifically, there 
were no findings on whether there was a dis- 
advantage to the prior systems, such that the 
"nature of the problem" would have moti- 
vated a person of ordinary skill to combine the 
prior art references. "Indeed, that the ele- 
ments noted by the court lay about in the prior 
art available for years to all skilled workers, 
without, as the court found, suggesting any- 
thing like the claimed inventions, is itself evi- 
dence of nonobviousness." Panduit, 810 F.2d 
at 1577, 1 USPQ2dat 1605. 

2. Level of Ordinary Skill in the Art 
[4] The district court defined the person of 
ordinary skill in the art to be someone skilled 
in the art of foundation underpinnings. The 
determination of the level of ordinary skill in 
the art is an integral part of the Graham analy- 
sis. See Custom Accessories, 807 F.2d. at 962, 
1 USPQ2d at 1201 ("Without [a determina- 
tion of the level of ordinary skill in the art], a 
district court cannot properly assess obvious- 
ness because the critical question is whether a 
claimed invention would have been obvious at 
the time it was made to one with ordinary skill 
in the art.") (internal citation omitted). Fac- 
tors that may be considered in determining the 
ordinary level of skill in the art include: 1) the 
types of problems encountered in the art; 2) 
the prior art solutions to those problems; 3) 
the rapidity with which innovations are made; 
4) the sophistication of the technology; and 5) 
the educational level of active workers in the 
field. See id. at 962, 1 USPQ2d at 1201 (cit- 
ing Envtl Designs, Ltd. v. Union Oil Co., 713 
F2d 693, 697, 218 USPQ 865, 868-69 (Fed. 
Cir. 1983)). "Not all such factors may be 
present in every case, and one or more of 
them may predominate." Id. Some of our 
cases indicate that the failure to make explicit 
findings on the level of ordinary skill is not al- 
ways reversible error. See, e.g., Kloster Speed- 
steel AB v. Crucible Inc., 793 F.2d 1565. 1574. 
230 USPQ 81. 86 (Fed Cir 1986); Union 
Carbide Corp. v. American Can Co., 724 F.2d 



. 1567. 1573. 220 USPQ 584. 589 yr 
1984); Chore-Time Equip., Inc. v. Cun 
Corp., 713 F.2d 774, 779 n.2, 218 US 
'676 n.2 (Fed. Cir. 1983). However 
noted in Custom Accessories, in thos 
' "it was not shown that the failure to 
finding or an incorrect finding on leve! 
influenced the ultimate conclusion un 
tion 103 and, hence, constituted rever. 
ror." Custom Accessories, 807 F2d a 
USPQ2d at 1201. 

It is disputed whether Ruiz and Fa; 
fered clear and convincing evidence i 
ers of ordinary skill in the art wou. 
thought the Chance inventions obviou 
. ert Jones, a distributor for Chance, 
that he first used a metal bracket with 
anchor in a "tie-back" or lateral rete: 
October or November 1989. Howeve; 
also testified that he possessed "grea; 
ordinary skill in the art," since he h:. 
building and designing steel load 
hardware for over thirty years. Without 
specific finding of what the level of c 
skill in the art is, the district court car : 
equately determine whether Jones' te; 
: would support a finding of obviousnes 
. Accordingly, on remand, while "we 
reverse or vacate solely because of a fa 
make the level of skill finding," we dc 
sider the district court's failure to ma 
and other Graham findings as eviden 
Graham was not in fact applied." Id. 

3. Secondary Considerations 
The district court erred in failing 
sider, or at least to discuss, evidence 
ondary considerations. Our precedents 
hold that secondary considerations. 
. present, must be considered in deter 
obviousness. See, e.g., Loctite, 781 ■ 
873, 228 USPQ at 98 ("[Secondary cc 
ations .... when present, must be 
ered."); Simmons Fastener Corp. v. I 
Works, Inc., 739 F.2d 1573, 1575, 222 
744, 746 (Fed. Cir. 1984) ("Only after 
dence of nonobviousness has been cor. 
can a conclusion on obviousnc 
reached."); Ashland Oil, Inc. v. Delta h 
Refractories, Inc., 776 F.2d 281, 30 
USPQ 657, 662 (Fed. Cir. 1985) ("Jus: 
legal error for a district court to fail 
sider relevant evidence going to si\ 
considerations, it may be legal error i\. 
trict court to presuppose that all cvid-. 
lating lo secondary considerations, wit. 
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i567. 1573. 220 USPQ 584, 589 (Fed Or 
\Q9Am§Lwre-Time Equip., Inc. v. Cumberland 
'£3^3 F.2d 774. 779 n.2, 218 USPQ 673. 
&76 ri^(Fed. Cir. 1983). However, as we 
noted in Custom Accessories, in those cases, 
»it was not shown that the failure to make a 
finding or an incorrect finding on level of skill 
influenced the ultimate conclusion under sec- 
tion 103 and. hence, constituted reversible er- 
jor." Custom Accessories, 807 F.2d at 963, 1 
USPQ2d at 1201. 

It is disputed whether Ruiz and Fasteel ot- 
fered clear and convincing evidence that oth- 
ers of ordinary skill in the art would have 
thought the Chance inventions obvious. Rob- 
ert Jones, a distributor for Chance, testified 
that he first used a metal bracket with a screw 
anchor in a "tie-back" or lateral retention in 
October or November 1989. However, Jones 
also testified that he possessed "greater than 
ordinary skill in the art," since he had been 
building and designing steel load transfer 
hardware for over thirty years. Without a more 
specific finding of what the level of ordinary 
skill in the art is, the district court cannot ad- 
equately determine whether Jones' testimony 
; would support a finding of obviousness. 

Accordingly, on remand, while "we do not 
reverse or vacate solely because of a failure to 
make the level of skill finding," we do "con- 
sider the district court's failure to make that 
ancLftther Graham findings as evidence that 
Gjflw was not in fact applied." Id, 



3. Secondary Considerations 
The district court erred in failing to. con- 
sider, or at least to discuss, evidence of sec- 
ondary considerations. Our precedents clearly 
hold that secondary considerations, when 
present, must be considered in determining 
obviousness. See, e.g., Loctite, 781 F.2d at 
873, 228 USPQ at 98 ("[Secondary consider- 
ations . . ♦ , when present, must be consid- 
ered."); Simmons Fastener Corp, v. ///. Tool 
Works, Inc., 739 F.2d 1573. 1575, 222 USPQ 
744, 746 (Fed. Cir. 1984) ("Only after all evi- 
dence of nonobviousness has been considered 
can a conclusion on obviousness be 
reached."); Ashland Oil, Inc. v. Delta Resin <ft 
Refractories. Inc., 776 F.2d 281, 306, 227 
USPQ 657, 662 (Fed. Cir. 1985) ("Just as it is 
legal error for a district court to fail to con- 
sider relevant evidence going to secondary 
considerations, it may be legal error for a dis- 
trict court to presuppose that all evidence re- 
lating to secondary considerations, when con- 



sidered with the other Graham indicia relating 
to the obviousness/nonobviousness issue, can- 
not be of sufficient probative value to elevate 
the subject matter of the claimed invention to 
the level of patentable invention."). Indeed, in 
Stratoflex, we said: 

[Evidence of secondary considerations 
may often be the most probative and cogent 
evidence in the record. It may often estab- 
lish that an invention appearing to have 
been obvious in light of the prior art was 
not. It is to be considered as part of all the 
evidence, not just when the decisionmaker 
remains in doubt after reviewing the art. 
Stratoflex, 713 F.2d at 1538, 218 USPQ at 
879. Such evidence "may be sufficient to 
overcome a prima facie case of obviousness." 
In re Beattie, 974 F.2d 1309. 1313, 24 
USPQ2d 1040, 1043 (Fed. Cir. 1992); see also 
Sibia, 225 F.2d at 1358. 55 USPQ2d at 1933 
("fT]he mere existence of . . . licenses [i.e., 
secondary considerations] is insufficient to 
overcome the conclusion of obviousness, as 
based on the express teachings in the prior art 
that would have motivated one of ordinary 
skill to modify . . . cells to be used with un- 
known compounds."). Our precedents also es- 
tablish that failure to cite secondary consider- 
ations, alone, is not reversible error. See 
Brown & Williamson v. Phillip Morris, 229 
F.3d 1120, 1131 [56 USPQ2d 1456] (Fed. Cir. 
2000) (stating that failure of the district court 
to consider certain objective evidence of non- 
obviousness was harmless error, because it 
"cannot overcome the strong evidence of non- 
obviousness"). 

[5] In the present case, Chance presented 
testimony that the Chance method enjoyed 
success with those in the underpinning indus- 
try The number of dealers using the Chance 
method rose from 34 in 1991 to 209 in 1999. 
This increase in dealers contributed to a 20% 
annual increase in Chance's sales, compared 
to a 5.5% annual growth rate in the construc- 
tion materials industry as a whole. Chance 
presented further evidence that dealers attrib- 
uted an increase in business to the Chance 
method. Installers switched from competing 
methods, and testified as to a nexus between 
their commercial success and their use of the 
Chance underpinning method. Chance also 
presented testimony that Rupiper. one of the 
inventors of the prior art, had expressed skep- 
ticism that Chance's prototype model offered 
advantages over the concrete haunch method. 
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" [Proceeding contrary to the accepted wis- 
dom ... is 'strong evidence of unobvious- 
ness.' " In re Hedges, 783 F.2d 1038, 1041, 
228 USPQ 685. 687 (Fed. Cir. 1986) (citing 
W.L Gore & Assoc., Inc. v. Garlock, Inc., 721 
F.2d 1540. 1552. 220 USPQ 303. 312 (Fed. 
Cir. 1983)). 

From the district court opinion, we are un- 
able to determine whether the district court 
considered these factors, and found them in- 
sufficient to rebut a strong prima facie case of 
obviousness, or whether the district court 
failed to consider them at all in its obvious- 
ness calculus. See In re Beanie, 974 F.2d at 
1313, 24 USPQ2d at 1043. Nor can we tell 
whether the judge made implicit findings after 
hearing testimony. Accordingly, we urge the 
district court to make findings as to: 1) 
whether secondary considerations rebut a 

. prima facie case of obviousness; and 2) if the 
evidence of secondary considerations is pro- 
bative, whether there is a nexus between the 
claimed invention and commercial success. 
See Simmons, 739 F.2d at 1575, 222 USPQ at 
746 ("A nexus between the merits of the 

. claimed invention and evidence of secondary 
c onsid erations is required in order for the evi- 
d^Ato be given substantial weight in an ob- 
vSHess decision."). 

. B. Conclusion 

Accordingly, we vacate the district court's 
judgment and remand the case to the district 
court in order for Graham findings to be 
made. In Jones, we said that "[w]here the evi- 
dence is conflicting or credibility determina- 
tions are required, the judgment should be va- 
cated rather than reversed, and the case should 
be remanded for further proceedings (not ex- 
cluding a new trial if the district court deemed 
it necessary)." Jones, 727 F.2d at 1531, 220 
USPQ at 1027. In Jones, this court reversed 
the district court's conclusion of obviousness 
because probative facts were not in dispute, 
no credibility determinations needed to be 
made, and the litigation had been going on for 
ten years. See id. In this case, however, proba- 
tive facts are in dispute, and credibility needs 
to be assessed. On remand, the district court 
will have an opportunity to assess the relevant 
evidence, and only if the court concludes that 
Ruiz and Fasteel presented clear and convinc- 
ing evidence establishing facts that support 
obviousness, may it enter judgment in their fa- 
vor on invalidity. 



II. Infringement of the 368 and 107 
Patents 

"An infringement analysis entails two 
steps. The first step is determining the mean- 
ing and scope of the patent claims asserted to 
be infringed. The second step is comparing 
the properly construed claims to the device [or 
process] accused of infringing." Markman v. 
Westview Instruments, Inc., 52 F.3d 967, 976, 
34 USPQ2d 1321, 1326 (Fed. Cir. 1995) (en 
banc), qfd 517 U.S. 370, 38 USPQ2d 1461 
(1996). Claim construction is a question of 
law reviewed de novo. See Cybor Corp. v. 
FAS Techs, Inc., 138 F.3d 1448, 1456, 46 
USPQ2d 1169, 1174 (Fed. Cir. 1998) (en 
banc). Comparing the properly construed 
claims to the accused device is a question of 
fact reviewed for clear error. See Charles 
Greiner & Co. v. Mari-Med Mfg., Inc., 962 
F.2d 1031, 1034, 22 USPQ2d 1526, 1528 
(Fed. Cir. 1992). 

Claim 1 of the '368 patent contains the fol- 
lowing first step: 

1. In a method of stabilizing the below- 
grade foundation of an existing building 
structure having a predetermined weight 
and an assumed live load, the improved 
steps of: 

providing a foundation support for the 
foundation at a plurality of positions 
along the foundation . . . 
Claim 1 of the '107 patent is the same. 

In an opinion construing the claims of the 
368 and '107 patents, the district court said 
that the "the term 'providing* [in claim 1] 
means that the support must be supplied or 
furnished at each location where stabilization 
is to occur." Because the "brackets are in ex- 
istence and provided as required by the 
claims," the district court found that the 
Fasteel methods infringed claims 1 through 4 
and claims 6 through 8 of the '368 and '107 
patents. Alternatively, the district court found 
that Chance proved infringement under the 
doctrine of equivalents. Neither party disputes 
the district court's claim construction. 

[6] Ruiz and Fasteel contend that the dis- 
trict court erred in finding that their method of 
underpinning infringed the '368 and '107 pat- 
ents. Ruiz and Fasteel argue that in their 
method, the bracket does not have to be lo- 
cated near the stabilizing positions when the 
screw anchor is screwed into the ground. In- 
stead, the bracket may be located elsewhere, 



I juch as in a nearby truck or near a supply piU 

' on the ground of the job site. 

In Fasteel's method, because metal bracket, 
are in existence and available for use by trn 
installer, they are "provided" within th 
©caning of claim I. There is nothing in th 
claims or specification which indicates tha 
the metal bracket had to be physically a; 
tached to or located next to the foundation be 
fore the other steps in the method could pre 
ceed Thus, we find that the district court d: 
not commit clear error in finding that tr 
Fasteel method infringed claims I through 
and claims 6 through 8 of the 368 and 
patents. 

HI. Attorney Fees under 35 U.S.C § 28 
35 U.S.C. § 285 provides for the "awa 
[of] reasonable attorney fees to the prevaili: 
party" in "exceptional" patent infnngeme 
Uses. Whether a case is "exceptional" unc 
section 285 is a question of fact that we : 
view under a clearly erroneous standard. . 
Hoffman-LaRoche, Inc. v. Invamed Inc., - 
F.3dl359, 1365. 54 USPQ2d 1846, IS 
(Fed. Cir. 2000). The prevailing party m 
prove the exceptional nature of the case 
clear and convincing evidence. See Car: 
Touch Inc. v. Electro Meek {ys.J^ ; ^ \ 
1573, 1584, 27 USPQ2d 1836. 1845 (Fed c 
1993). Only if a court finds that a prevail 
party satisfies its burden of proving an exc 
tional case does it determine whether to av, 
attorney fees. See Pharmacia & Vp^n 
v. Mylan Pharms., Inc., 182 F.3d 1356 1. 
51 USPQ2d 1466, 1468 (Fed. Cir. 1999). 

A finding of inequitable conduct can be 
basis for awarding attorney fees under sec 
285. See AB Chance v. RTE Corp., 854 
1307, 1312, 7 USPQ2d 1881. 1885 (Fed 
1988). "Inequitable conduct resides in fa 
to disclose material information, or sub 
sion of false information, with an intent u 
ceive " Kingsdown Med. Consultants, L 
Hollister, Inc., 863 F.2d 867, 872. 9 US* 
1384, 1389 (Fed. Cir. 1988) (internal cu 
omitted). Both materiality and intent mu 
proven by clear and convincing evident 
Once the threshold levels of materialit; 
intent have been established, "those fac*. 
ings are balanced to make the deterrm: 
whether 'the scales tilt to a conclusion tl 
equitable conduct occurred.' " Manvilh 1 
Corp. v. Paramount Sys., Inc., 917 F.2. 
551, 16 USPQ2d 1587, 1592 (Fed. Cir. 
(internal citation omitted). "The more 
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as in a nearby truck or near a supply pile 
l ~.the ground of the job site, 
-tin Fasteers method, because metal brackets 
in existence and available for use by the 
Her, they are "provided" within the 
riing of claim 1. There is nothing in the 
bairns or specification which indicates that 
inc metal bracket had to be physically at* 
tached to or located next to the foundation be- 
fore the other steps in the method could pro- 
ceed. Thus, we find that the district court did 
not commit clear error in finding that the 
Fasteel method infringed claims 1 through 4 
and claims 6 through 8 of the 368 and '107 
patents. 

III. Attorney Fees under 35 U.S.C. § 285 
35 U.S.C. § 285 provides for the "award 
[of] reasonable attorney fees to the prevailing 
party" in "exceptional" patent infringement 
cases. Whether a case is "exceptional" under 
section 285 is a question of fact that we re- 
view under a clearly erroneous standard. See 
Hqffrnan-LaRoche, Inc. v. Invamed, Inc., 213 
F.3d 1359, 1365, 54 USPQ2d 1846. 1850 
(Fed. Cir. 2000). The prevailing party must 
prove the exceptional nature of the case by 
cleaj^d convincing evidence. See Carroll 
Toi^Bc. v. Electro Mech. Sys., Inc., 15 F.3d 
1573^584, 27 USPQ2d 1836, 1845 (Fed. Cir. 
1993). Only if a court finds that a prevailing 
party satisfies its burden of proving an excep- 
tional case does it determine whether to award 
attorney fees. See Pharmacia & UpJohn Co. 
v. Mylan Pharms., Inc., 182 F.3d 1356, 1359, 
51 USPQ2d 1466, 1468 (Fed. Cir. 1999). 

A finding of inequitable conduct can be the 
basis for awarding attorney fees under section 
285. See AB Chance v. RTE Corp., 854 F.2d 
1307, 1312, 7 USPQ2d 1881, 1885 (Fed. Cir. 
1988). "Inequitable conduct resides in failure 
to disclose material information, or submis- 
sion of false information, with an intent to de- 
ceive." Kingsdown Med. Consultants. Ltd v. 
Hollister, Inc., 863 F.2d 867, 872, 9 USPQ2d 
1384, 1389 (Fed. Cir. 1988) (internal citation 
omitted). Both materiality and intent must be 
proven by clear and convincing evidence. Id 
Once the threshold levels of materiality and 
intent have been established, "those fact find- 
ings are balanced to make the determination 
whether 'the scales tilt to a conclusion that in- 
equitable conduct occurred.' " Manville Sales 
Corp. v. Paramount Sys., Inc., 917 F.2d 544, 
551, 16 USPQ2d 1587, 1592 (Fed. Cir. 1990) 
(internal citation omitted). "The more mate- 



rial the omission or the misrepresentation, the 
lower the level of intent required to establish 
inequitable conduct, and vice versa." Critikon 
Inc. v. Becton Dickinson Vascular Access, 
Inc., 120 R3d 1253. 1256, 43 USPQ2d 1666, 
1668 (Fed. Cir. 1997). We review the thresh- 
old determinations of materiality and intent 
under the clearly erroneous standard of Fed. 
R. Civ. P. 52(a). See Kingsdown, 863 F.2d at 
872, 9 USPQ2d at 1389. We review the dis- 
trict court's ultimate determination of inequi- 
table conduct under an abuse of discretion 
standard. See id at 876. 9 USPQ2d at 1389. 

The district court found that Ruiz and 
Fasteel failed to prove that material informa- 
tion had been withheld by clear and convinc- 
ing evidence. Ruiz and Fasteel claim that in 
prosecuting the '368 and '107 patents, Chance 
failed to properly disclose the use of screw an- 
chors as taught in the Fuller and Rupiper 
methods. The district court found that the 
screw anchor language was properly disclosed 
in the specification of the 368 and '107 pat- 
ents. The district court said, "the earth anchor 
language in the specification combined with 
the reference to a piling and other materials in 
the patent file wrapper history are sufficient to 
disclose the Fuller Rupiper prior art " The dis- 
trict court also found that there was no evi- 
dence of intent to deceive. 

[7] We agree with the district court that 
Ruiz and Fasteel failed to offer clear and con- 
vincing evidence of the materiality of with- 
holding information or of an intent to deceive. 
At the very least, the court's findings are not 
clearly erroneous. Accordingly, we affirm the 
district court's judgment of no liability for at- 
torney fees. 

IV. Award of Costs under Fed. R. Civ. P. 
54(d) 

Ruiz and Fasteel argue that the district court 
erred in holding that neither party was the pre- 
vailing party for the purpose of awarding 
costs pursuant to Fed. R. Civ. P. 54(d)(1). 
Rule 54(d)(1) provides for the award of "costs 
other than attorneys* fees ... to the prevailing 
party unless the court otherwise directs." A 
party who is successful in declaring a com- 
petitor's patent invalid is a prevailing party for 
purposes of the rule. See Manildra Milling 
Corp. v. Ogilvie Mills, Inc., 76 F.3d 1178, 
1183, 37 USPQ2d 1707, 1711 (Fed. Cir. 
1996). An award of costs under Rule 54(d)(1) 
falls within the discretion of the trial court. 
See id ("[E]ven if a party satisfies the defini- 
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uon of prevailing party, the district court re- 
tains broad discretion as to how much to 
award, if any."). 

[8] In this case, Ruiz and Fasteel prevailed 
on the patent invalidity issue, but Chance pre- 
vailed on all of the other issues, including the 
non-patent issues. The district court did not 
err in refusing to award costs, for neither party 
prevailed sufficiendy to require an award of 
costs and make a decision not to do so an 
abuse of discretion. 
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V. Non-Patent Claims 

Ruiz and Fasteel also cross appeal the dis- 
trict court's grant of summary judgment on 
their non-patent claims. "Summary judgment 
is appropriate when there is no genuine issue 
as to any material fact and ... the moving 
party is entitled to judgment as a matter of 
law." Fed. R. Civ. P. 56(c). Summary judg- 
ment is inappropriate "if the evidence is such 
that a reasonable jury could return a verdict 
for the nonmoving party." Anderson v. Liberty 
Lobby, Inc., All U.S. 242, 248 (1986). When 
&ciding a summary judgment motion, all of 
^Anonmovant's evidence is to be credited, 
all justifiable inferences drawn in the non- 
movant's favor. See id at 255. We review a 
district court's grant of summary judgment de 
novo. See Celotex Corp. v. Catrett, 477 US 
317,323 (1986). 

A. Discrimination under 42 U.S.C 
§1981 

Ruiz and Fasteel allege that Chance termi- 
nated the Distributorship Agreement in viola- 
tion of 42 U.S.C. § 1981 (1994), because Ruiz 
is Hispanic. 42 U.S.C. § 1981 provides that all 
persons within the jurisdiction of the United 
States "shall have the same right in every 
State and Territory to make and enforce con- 
tracts ... as is enjoyed by white citizens." 
"[IJdentifable classes of persons who are sub- 
jected to intentional discrimination solely be- 
cause of their ancestry or ethnic characteris- 
tics" enjoy protection under section 1981. St 
Francis Coll v. Al-Khazraji, 481 U.S. 604, 
613 (1987). Under McDonnell Douglas Corp 
v. Green. 411 U.S. 792 (1973), in order to es- 
tablish a section 1981 case, Ruiz must first es- 
tablish a prima facie case of discrimination by 
showing: 1) he fell within a class of persons 
protected under section 1 98 1; 2) Fasicel met 
the necessary qualifications to be a Chance 
^^utor; 3) Fasteel's ability to make and 



enforce contracts was adversely affected by 
Chance's actions; and 4) there was evidence 
that Chance's actions were motivated by ani- 
mus based on national origin. See Barge v. 
Anheuser-Busch, Inc., 87 F.3d 256, 258 (8th 
Cir. 1996). In analyzing Ruiz's and Fasteel's 
claim, the district court assumed that appel- 
lees had made out a prima facie case, thus en- 
tiding them to a rebuttable presumption of 
discrimination. See Tex. Depi ofCmry. Affairs 
v. Burdine, 450 U.S. 248, 254 (1981). 

In order to rebut the presumption of dis- 
crimination arising out of establishment of a 
prima facie case, Chance must advance a le- 
gitimate, non-discriminatory reason for its ac- 
tions. See St. Marys Honor Ctr. v. Hicks 509 
U.S. 502, 506-08 (1993). Chance only has a 
burden of production, not persuasion. See id. 
at 509. If Chance produced a legitimate, non- 
discriminatory reason for its actions, Ruiz and 
Fasteel could still prevail by proffering evi- 
dence that Chance's reasons for its actions 
were a pretext for discrimination. See Bur- 
dine, 450 U.S. at 253. Ruiz and Fasteel bear 
the burden of establishing the existence of 
facts which, if proven at trial, would permit a 
jury to conclude that intentional discrimina- 
tion was the true motivating force behind 
Chance's actions. See St. Mary's Ctr., 509 
U.S. at 507-08. 

The district court found that Chance offered 
a legitimate, non-discriminatory reason for its 
actions. Chance terminated Fasteel because 
"Ruiz, Fasteel's sole owner, was not using his 
best efforts to support defendant's business, as 
exemplified by Ruiz's involvement with Ram 
Jack." The district court also found that Ruiz 
and Fasteel failed to offer evidence demon- 
strating that Chance's reason was pretextual. 
Ruiz and Fasteel argue that Chance's reason 
was pretextual because: 1) Fasteel never di- 
rectly dealt in products competitive to 
Chance's; and 2) other Chance dealers and 
distributors sold competitive products and 
Chance did not terminate them. The district 
court found that although there was evidence 
suggesting that some of Chance's dealers and 
distributors carried competitive products, Ruiz 
and Fasteel failed to show that the other deal- 
ers and distributors were similarly situated to 
Ruiz and Fasteel. See Chane v. West, 148 F.3d 
979. 982 (8th Cir. 1998) (although instance of 
disparate treatment can support a claim of pre- 
text, the plaintiff has the burden of showing 
that he is similarly situated in ail relevant re- 




spects to the individuals treated more 
ably). The district court also found tha: 
and Fasteel failed to offer any evidenc 
Chance personnel had "ever made any 
ments or engaged in any overt conduc 
might ... be perceived as evincing he 
towards Ruiz based on his Hispanic 
ground." 

Because the evidence presented to th 
trict court was not sufficient to create a 
ine issue of material fact, we affirm the c 
court's grant of summary judgment o 
section 1981 claim. 

B. Breach of Contract 

Ruiz and Fasteel allege that the d 
court erred in granting summary judgme 
their breach of contract claim. The rel 
portion of the Distributorship Agreemer 
tween Fasteel and Chance states: 

- This Agreement may be terminated a 
time for any reason upon (1) sixty 
days written notice by DISTRIBUTC 
CHANCE, or (2) upon one (1) year's 
ten notice by CHANCE to DISTRIBIT 
OR (3) as mutually agreed upon in w: 
by both parties, (emphasis added). 
Ruiz and Fasteel argue that the language 
any reason" requires "a good reason 
support their interpretation, Ruiz and F. 
offer extrinsic evidence of a conversatic 
tween Bill Edwards, a Chance Vice-Pres 
and Ruiz, where Edwards allegedly told 
that the agreement would only be termi; 
for. "a good reason," and only after Fastc 
ceived notice of any deficiency and had a 
portunity to cure. Ruiz and Fasteel also . 
that the "usage of the trade" demons 
.that termination cannot occur absent 
cause. 

The district court found that Rui/ 
Fasteel failed to provide evidence sufliek 
create a genuine issue of material fact or 
breach of contract claim. Under Missour 
unless the contract is ambiguous, cxi: 
evidence cannot be admitted to contradk 
ter, or add to the terms of a contract. Sec 
Stewart Title Guar. Co. v. WKC Restate 
Venture Co., 961 S.W.2d 874, 881 <M« 
App. 1998). Further, usage of trade cvu 
cannot be admitted because it would \ 
Paragraph 25 of the Distributorship A 
mem which states that "no course oi 
<fealings and no usage of trade shall l» 
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:iiibrce contracts was adversely affected by 
» 'liance s actions; and 4) there was evidence 
iut Chance's actions were motivated by am- 
:nus based on national origin. See Barge v. 
\nhaiser-Busch t Inc., 87 F.3d 256, 258 (i>th 
Cir. 1996). In analyzing Ruiz's and Fasteel's 
claim, the district court assumed that appel- 
lees had made out a prima facie case, thus en- 
'. tiling them to a rebuttable presumption of 
iiscrimination. See Tex. Dep't ofCmty. Affairs 
Burdine, 450 U.S. 248, 254 (1981). 
In order to rebut the presumption of dis- 
crimination arising out of establishment of a 
prima facie case, Chance must advance a le- 
gitimate, non-discriminatory reason for its ac- 
:ions. See St. Mary's Honor Or. v. Hicks 509 
U.S. 502, 506-08 (1993). Chance only has a 
ourden of production, not persuasion. See id. 
at 509. If Chance produced a legitimate, non- 
Jiscriminatory reason for its actions, Ruiz and 
Fasteel could still prevail by proffering evi- 
ience that Chance's reasons for its actions 
vere a pretext for discrimination. See Bur- 
line, 450 U.S. at 253. Ruiz and Fasteel bear 
he burden of establishing the existence of 
acts which, if proven at trial, would permit a 
ury to conclude that intentional discrimina- 
ion was^ie true motivating force behind 
rhance'^^ions. See St. Mary's Or., 509 
J.S. at 5lW8. 

The district court found that Chance offered 
i legitimate, non-discriminatory reason for its 
■ctions. Chance terminated Fasteel because 
Ruiz, Fasteel's sole owner, was not using his 
est efforts to support defendant's business, as 
xemplified by Ruiz's involvement with Ram 
ack." The district court also found that Ruiz 
nd Fasteel failed to offer evidence deraon- 
trating that Chance's reason was pretextuai. 
'.uiz and Fasteel argue that Chance's reason 
'as pretextual because: 1) Fasteel never dt- 
ctly dealt in products competitive to \ 
nance's; and 2) other Chance dealers and ; 
istributors sold competitive products and 
nance did not terminate them. The district 
3urt found that although there was evidence I 
iggesting that some of Chance's dealers and ] 
stributors carried competitive products, RuotJ 
id Fasteel failed to show that the other dafrt 
s and distributors were similarly situated,*] 
uiz and Fasteel. See Ghane v. West, 14&T' 
'9, 982 (8th Cir. 1998) (although inst 
sparate treatment can support a claim c _ 
xt. the plaintiff has the burden of show 
at he is similarly situated in all relevant ij 



spects to the individuals treated more favor- 
ably). The district court also found that Ruiz 
and Fasteel failed to offer any evidence that 
Chance personnel had "ever made any com- 
ments or engaged in any overt conduct that 
might ... be perceived as evincing hostility 
towards Ruiz based on his Hispanic back- 
ground." 

Because the evidence presented to the dis- 
trict court was not sufficient to create a genu- 
ine issue of material fact, we affirm the district 
court's grant of summary judgment on the 
section 1981 claim. 



cvant to supplement or explain any terms used 
m this Agreement. * Accordingly, the district 
court properly found that the contract at issue 
here is unambiguous in allowing termination 
of the contract for -any reason." See e* 
Emerick v. Mut. Benefit Ufe Ins. Co 7S* 
S.W.2d 513, 522 (Mo. ?*»] ! (cn^bZ 
mg that language "at any time" meant that 
party had no obligation to provide reasons) 
Summary judgment was appropriately 




B. Breach of Contract 

Ruiz and Fasteel allege that the district 
court erred in granting summary judgment on 
their breach of contract claim. The relevant 
portion of the Distributorship Agreement be- 
tween Fasteel and Chance states: 

This Agreement may be terminated at any 
time for any reason upon (1) sixty (60) 
days written notice by DISTRIBUTOR to 
CHANCE, or (2) upon one (I) year's writ- 
ten notice by CHANCE to DISTRIBUTOR 
OR (3) as mutually agreed upon in writing 
by both parties, (emphasis added). 
Ruiz and Fasteel argue that the language "for 
any reason" requires "a good reason." lb 
support their interpretation, Ruiz and Fasteel 
£ C n^ C CVidence of a conversation be- 
S2 ^ Wards * a Chance ^'President, 
and Ruiz, where Edwards allegedly told Ruiz 
™ *e agreement would only be terminated 
tor a good reason," and only after Fasteel re- 
ceived notice of any deficiency and had an op- 
ponunity to cure. Ruiz and Fasteel also argue 

2 iL USagC ° f ^ lrade " demonstrates 
^termination cannot occur absent good 

FasSl fl??' C0Urt found lhat Rui * and 
2«* I failed to provide evidence sufficient to 
^ a genuine issue of material fact on their 
Jjch of contract claim. Under Missouri law, 
SdeLr, COm u Cl iS "^"oitt. extrinsic 

K^TT be admitted t0 contra *<* al- 

«° *e terms of a contract. See. e.g., 

^toJ^'J**** of evidence 

Paragraph 5 Sk"*^ " W0uld vio,ate 
*«Xh f the Dlstri °"orship Agree- 

i alCS ** " n0 course <" Prior 

I — "*s and no usage of trade shall be rei- 



C. Breach of the Implied Duty of 
Good Faith and Fair Dealing 
Ruiz and Fasteel's third non-patent claim 
charges Chance with breaching the Distribu- 
torship Agreement's implied duty of good 

Ruiz and Fasteel allege, because: 1) Chance's 
anti-Hispanic bias resulted in Fasteel's termi- 
nation; 2) Chance offered no reason for termi- 
nating Fasteel; and 3) after the termination. 
Chance dealt directly with Fasteel's dealers 

Missouri law implies a duty of good faith 
and fair dealing in every contract See e* 
Farmers Elec. Coop., I nc . v . Mo. Dep<iof 
Corrections 977 S.W.2d 266, 271 (Mo. 1998) 
(en banc). To prevail on a breach of duty 
claim, the party must present "substantial evi- 
dence that the other party "acted in bad faith 
or engaged in unfair dealing." Acetylene Gas 
Co. v. Oliver, 939 S.W.2d 404, 410 (Mo Ct 
App. 1996). The district court properly found 
that Ruiz and Fasteel failed to present "sub- 
stanual evidence" that Chance breached the 
implied duty of good faith and fair dealing 
Ruiz and Fasteel presented no credible e\£ 
dence that Chance's termination was moti- 
vated by racial animus or that Chance failed 
to proffer a reason for terminating Fasteel 
Further. Paragraph 12 of the Distributorship 
Agreement expressly provides that Chance is 
permitted to "sell, lease or transfer" its prod! 
ucts to other purchasers, "wheresoever the lat- 
ter may be located." Thus, the lack of exist- 
ence of a genuine material fact supports the 
district court's grant of summary judgment. 

D. Promissory and Equitable Estoppel 
Ruiz and Fasteel's fourth claim alleges that 
Jey sustained damages of over one million 
dollars in relying on Chance's representations 
to their detriment. The district court properly 
found that Ruiz and Fasteel cannot rely on a 
theory of equitable estoppel because under 



Missouri law, equitable estoppel "is an affir- 
mative defense or an affirmative avoidance in 
response to an affirmative defense." Hoag v. 
McBride <& Son Inv. Co., 967 S.W.2d 157 171 
(Mo. Ct. App. 1998). The district court'also 
properly found that a cause of action for 
promissory estoppel is not available. Under 
Missouri law, promissory estoppel is not 
available as a cause of action "when an unam- 
biguous contract exists that covers the issue 
for which damages are sought." Halls Ferry 
Inv., Inc. v. Smith, 985 S.W.2d 848. 852 (Mo 
Ct. App 1998). Recovery for promissory es- 
toppel also cannot lie where there is an ad- 
equate remedy at law. See Zipper u Health 

8s!rt 978 s ' W2d 398 ' 412 a - a pp 

1998). Moreover, Ruiz and Fasteel presented 
no credible evidence that they relied on 
Chance s promises to their detriment. Sum. 
mary judgment was proper. 



E. Tortious Interference with Contract 
and Prospective Business Relations 
Ruiz and Fasteel's final non-patent claim al- 
leges that Chance had disrupted or destroyed 
Fasteel's existing and prospective contractual 
and business relations. In order to prevail 
Jtau and Fasteel must prove five elements: 1) 
HBntract or valid business expectancy- 2) 
pance's knowledge of the contract or rela- 
nonstop; 3) intentional interference by Chance 
inducing or causing a breach of the contract or 
relationship; 4) absence of justification; and 5) 
damages resulting from Chance's conduct See 
Na&ri K Mo. Valley ColL, 860 S.W.2d 303 
316 1993) (en banc); Thomas Phelps 
found, u Custom Ins. Co., 977 S.W2d 33 37 
(Mo. Ct. App. 1998). Ruiz and Fasteel con- 
lend that Chance notified its dealers that 
Chance terminated Fasteel due to bad credit 
and that Chance was attempting to sell di- 

^J 0 ?*^* r ,ation of lheir agreement 
with Fasteel. The district court found that ex- 
cept for Ruiz's uncorroborated statement 
there was no evidence that Chance ever made 
such a statement, or that Chance's alleged 
statement "caused the breach of any contract 
Fasteel may have had with its dealers." Ac- 
cordingly, the district court's grant of sum- 
mary judgment was proper. 



mgly, we vacate the district court's judgment 
of invalidity and remand the case to the dis 
tnct court for appropriate findings on the ob- 
viousness factors. At its discretion, the district 
court may rely on or enlarge the evidentiary 
record. We affirm the district court's finding of 
infringement of the '368 and '107 patents and 
affirm its refusal to award attorney fees and 
costs. We also affirm the district court's grant 
of summary judgment on the non-patent 
claims. Therefore, if the district court does not 
invalidate both asserted patents, judgment of 
damages as found and not appealed mav be 
reinstated. 

Costs 

Each party shall bear its own costs. 

AFFIRM ED-IN-PART, VACATED-IN- 
PART, and REMANDED. 
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• Generic — In gen- 



Conclusion 
We conclude that the district court erred in 
failing to make sufficient findings as required 
by Graham and Fed. R. Civ. P. 52(c). Accord- 



[1] types of marks - 
eral (§ 327.0601) 

Evidence to be considered in determining 
whether mark is generic includes dictionary 
definitions, generic use of term by competitors 
and other persons in trade, plaintiff's own ge- 
neric use, generic use in media, and consumer 
surveys. 

P] Types of marks — Generic — Particu- 
lar marks (§ 327.0603) 
Evidence supports finding that "Pilates" is 
generic term for particular type of exercise, 
since uicrje-ary definition identifies "Pilates" 
as method of exercise, since witnesses testi- 
fied that many of plaintiff's competitors and 
other persons in exercise trade use "Pilates" 
generically, since plaintifTs predecessors in 
interest often used term in generic manner, 
and plaintiff itself has used "Pilates" generi- 
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cally on several occasions, and since l 
dants presented substantial evidence shu 
generic use of "Pilates" by media 
( 

{3] Types of marks — Generic — Par 
f lar marks (§ 327.0603) 
**• Term "Pilates," which is understoo 
public to refer to method of exercise, ma 
be appropriated to identify particular sour 
services and equipment related to that itu 
of exercise, since "Pilates," having be^ 
generic with respect to particular exe 
method, is necessarily also generic witi 
spect to equipment and services offere 
connection with that method, and since p 
tiff cannot monopolize method of exercis 
asserting trademark rights in generic \ 
used to describe it. 



[4] Types of marks — Generic — Pan 
lar marks (§ 327.0603) 

PlaintifTs argument that term "Pilates* 
scribes species of exercise, and therefor 
not generic, is without merit, since ther 
ample evidence that "Pilates" method fc 
basis for several other instruction services 
plaintiff cites as being "species" of ge 
consisting of exercise methods emphasiz 
core movements; thus, in proper system 
classification, "Pilates" method of exercis 
genus, and particular ways of teaching 
method are species. 

[5] Types of marks — Generic — Parti 
lar marks (§ 327.0603) 

Evidence that no word other than "Pilau 
adequately describes products and servi 
based on "Pilates" exercise method suppt 
finding that term is generic for particular t > 
of exercise, since, if term is necessary to 
scribe characteristic of product or service ■ 
competitor has right to copy, then produce; 
product or service may not effectively r 
empt competition by claiming that term 
own. 

C6] Acquisition, assignment, and main 
nance of marks — Abandonment 
Non-use as abandonment (§ 305.07] 
Defendants have presented clear and a 
vincing evidence that plaintiffs predecessor 
interest abandoned any claim to term " 
lates" as trademark for exercise equipmeni 
ter it dosed its exercise studio, since "mn 
activities" arc insufficient to avoid finding 



